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DETAILED ACTION 
Priority 

1 . Receipt is acknowledged of papers submitted under 35 U.S.C. 1 19(aHd), which 
papers have been placed of record in the file. 

2. Applicant cannot rely upon the foreign priority papers to overcome this rejection 
because a translation of said papers has not been made of record in accordance with 
37CFR155. See MPEP§ 201.15. 

Ciaim Rejections - 35 (JSC § 101 

3. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

4. Claim 13 is rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. Since a computer program is merely a set of 
instructions capable of being executed by a computer, the computer program itself is 
not a process. A claim for a computer program, without the computer-readable medium 
needed to realize the computer program's functionality is nonstatutory functional 
descriptive material. When a computer program is claimed in a process where the 
When a computer program is recited in conjunction with a physical structure, such as a 
computer memory, the claim is a product claim. Neither of these is satisfied by the 
instant claim. 
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Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

6. Claims 1-10, 12, and 14 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Oda (US 5277506). 

7. Regarding claim 1 , Oda discloses "a sensor (1 1 of Fig 2) that is capable of 
detecting an edge, in said scanning direction, of said medium to be printed (col 4 In 43- 
44, In 55-57, col 5 In 25-26), wherein said print start position is determined based on a 
result of detecting said edge of another medium to be printed (col 5 In 25-29, In 50-64)." 

8. Regarding claim 2, Oda discloses "wherein said result of detecting said edge of 
said other medium to be printed is stored (42 and 43, ROM and RAM; col 4 In 55-57, col 
5 In 25-29); and wherein when printing on said medium to be printed, the stored 
detection result is read out, and said print start position is determined based on that 
detection result (col 5 In 59-65)." 

9. Regarding claim 3, Oda discloses "wherein said sensor (1 1 of Fig 2) is provided 
on a carriage (3 of Fig 2) that is movable in said scanning direction (see Fig 2, col 4 In 
18-20)." 
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10. Regarding claim 4, Oda discloses "wherein said print start position is determined 
based on information about a position of said carriage for when said sensor detected 
said edge of said other medium to be printed (col 4 In 41-45, col 5 In 50-58)." 

1 1 . Regarding claim 5, Oda discloses "wherein said position of said carriage is 
detected using an encoder (col 4 In 1-5)." 

12. Regarding claim 6, Oda discloses "wherein said information about said position 
of said carriage for when said sensor detected said edge of said other medium to be 
printed is stored (col 4 In 41-45, col 5 In 24-35); wherein when printing on said medium 
to be printed, said information about said position of said carriage that has been stored 
is read out (col 5 In 50-57); and wherein said print start position is determined based on 
said information about said position of said carriage that has been read out (col 5 In 50- 
58)." 

13. Regarding claim 7, Oda discloses "wherein information about a relative positional 
relationship between said edge of said medium to be printed and said print start position 
is obtained (CI , C2, W1 , W2, col 4 In 37-40); and wherein said print start position is 
determined based on this information and said result of detecting said edge (col 4 In 45- 
57, col 5 In 30-58)." 

14. Regarding claim 8, Oda discloses "wherein said information about said relative 
positional relationship between said edge of said medium to be printed and said print 
start position includes information about a blank space that is to be formed on said 
medium to be printed (C2 of Figs 2 and 5, col 4 In 30-32)." 
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15. Regarding claim 9, Oda discloses "wherein information about said medium to be 
printed is obtained (CI, C2, W1, W2, col 4 In 37-40); and wherein said print start 
position is determined based on said information about said medium to be printed and 
said result of detecting said edge (col 4 In 45-57, col 5 In 30-58)." 

16. Regarding claim 10, Oda discloses "wherein said information about said medium 
to be printed includes information about a width of said medium to be printed (W1, W2 
of Figs 2 and 5)." 

17. Regarding claim 12, Oda discloses "a sensor (1 1 of Fig 2) that is capable of 
detecting an edge, in said scanning direction, of said medium to be printed (col 4 In 43- 
44, 55-57, col 5 In 25-26); wherein said sensor is provided on a carriage (3 of Fig 2) that 
is movable in said scanning direction (see Fig 2, col 4 In 18-20); wherein a position of 
said carriage is detected using an encoder (col 4 In 1-5); wherein information about said 
position of said carriage for when said edge of said other medium to be printed was 
detected is stored (col 4 In 41-45. col 5 In 24-35); wherein at least one of information 
about a width of said medium to be printed and information about a blank space that is 
to be formed on said medium to be printed is obtained (W1 , W2. C2 of Figs 2 and 5, col 
4 In 30-32, In 37-40); wherein when printing on said medium to be printed, said 
information about said position of said carriage is read out (col 5 In 50-57); and wherein 
said print start position is determined based on said information about said position of 
said carriage, and at least one of said information about the width of said medium to be 
printed and said information about the blank space that is to be formed on said medium 
to be printed (col 4 In 41-57. col 5 In 30-58)." 
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18. Regarding claim 14, Oda discloses "a step of detecting an edge, in a scanning 
direction, of another medium to be printed (col 4 In 43-44, In 55-57, col 5 In 25-26); a 
step of detemiining a print start position based on a result of detecting said edge of said 
other medium to be printed (col 5 In 25-29, In 50-64); and a step of ejecting ink droplets, 
in said scanning direction, from the determined print start position to print on a medium 
to be printed that is different from said other medium to be printed (col 5 In 58-65)." 

Claim Rejections - 35 USC § 103 

19. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

20. Claim 1 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over Oda in 
view of Wen (US 6109745). Oda discloses the claimed invention as set forth above 
regarding claim 1. Oda also discloses "wherein said print start position is a position in 
said scanning direction that is outside of or on the edge of the medium to be printed (not 
explicitly stated, but C2 of figures 2 and 5 could be zero, which satisfies these 
conditions)." Thus Oda meets the claimed invention except "wherein printing is carried 
out on an entire surface of said medium to be printed." 

21 . Wen teaches "wherein printing is carried out on an entire surface of said medium 
to be printed (see Figs 3a-c)." It would have been obvious to one of ordinary skill in the 
art at the time of the applicant's invention to print on an entire surface of the medium. 
One would have been motivated to so modify Oda for the benefit of achieving 
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borderless printing that is desirable to photographic viewers, which also eliminates any 
waste medium. 

22. Claim 13 is rejected under 35 U.S.C. 103(a) as being unpatentable over Oda. 
Oda discloses "a function of detecting an edge, in said scanning direction, of said 
medium to be printed (col 4 In 43-44, In 55-57, col 5 In 25-26); and a function of 
determining said print start position based on a result of detecting said edge of another 
medium to be printed (col 5 In 25-29, In 50-64)." Oda does not explicitly disclose a 
program, but does disclose the process being claimed, as well as a control section 40 
constituted of a ROM 42, RAM43, I/O ports 45 and 46, and interface 44, which would 
inherently be run by a program. It is also well known in the art to provide any control 
process in a program. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Brian Goldberg whose telephone number is 571-272- 
2728. The examiner can normally be reached on Monday through Friday, 9AM-5PM 
EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Matthew Luu can be reached on 571-272-7663. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status infomnation for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Brian Goldberg 

AU 2861 ^ 

June 24, 2007 
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